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2. □ Certified copies of the priority documents have been received in Application No. . 
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International Bureau (PCT Rule 17.2(a)). 
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Examiner's Amendment 

An examiner's amendment to the record appears below. Should the changes 
and/or additions be unacceptable to applicant, an amendment may be filed as provided 
by 37 CFR 1.312. To ensure consideration of such an amendment, it MUST be 
submitted no later than the payment of the issue fee. 

Claims 1 , 13,21, and 22 are amended as follows: 

Claim 1 : Replace the phrase, "wherein a wavy segments indicate either the □ or 
□ configuration," with, "wherein a the wavy segments indicate either the S a or S £ 
configuration." 

Claim 13: Replace the phrase, "wherein a wavy segments indicate either the □ 
or □ configuration," with, "wherein a the wavy segments indicate either the S a or S£ 
configuration." 

21. (Currently Amended) The method of claim 1 wherein said compound is 
selected from the group consisting of 

(Z) 7 ((1 R,2S,3R) - 2 - Buty l carbamoy l oxym e thy l- 3 - hydroxy - 5 - oxo - cyc l op e nty l ) - 
h e pt - 5 -e no i o acid m e thy l ostor 
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(Z) 7 ((1 R,2S,3R) 2 Buty l carbamoyloxymothyl 3 hydroxy 5 oxo cycloponty l ) 
h e pt - 5 -e no i c acid 

(Z)-7-((1 R,2S,3R,5R)-2-Butylcarbamoyloxymethyl-5-chloro-3-hydroxy- 
cyclopentyl)-hept-5-enoic acid methyl ester 

(Z)-7-((1 R,2S,3R,5R)-2-Butylcarbamoyloxymethyl-5-chloro-3-hydroxy- 
cyclopentyl)-hept-5-enoic acid 

(Z) - 7 - ((1 R,2S,3R) - 3 - Hydroxy 5 oxo - 2 - ph e n e thy l carbamoy l oxymothy l 
cyclop e nty l ) - h e pt 5 e noic acid m e thyl e st e r 

(Z) 7 ((1 R,2S,3R) 3 Hydroxy 5 oxo 2 ph o nothylcarbamoy l oxym e thy l- 
cyc l op e nty l ) - h e pt - 5 e no i c acid 

(Z) 7 ((1 R,2S t 3R) 2 Buty l thiocarbamoy l oxym o thy l 3 hydroxy 5 oxo 

4 

cyc l op e ntyl) h e pt - 5 -e noic acid methyl e st e r 



(Z) 7 ((1 R,2S,3R) 2 Butylthiocarbamoy l oxymothyl 3 hydroxy 5 oxo 
cyc l op e nty l ) - hept 5 e no i c ac i d. 



Application/Gontrol Number: 10/659,091 Page 4 

Art Unit: 1623 

22. (Currently Amended) The compound of claim 13 wherein said compound is 
selected from the group consisting of 



(Z) 7 ((1R,2S,3R) - 2 Butylcarbamoy l oxymothyl 3 hydroxy 5 
oxo - cyclopenty l ) - h e pt - 5 -e no i c ac i d m e thy l e st e r 



(Z) 7 ((1 R,2S,3R) 2 Buty l carbamoy l oxym e thy l 3 hydroxy 5 oxo cycloponty l ) 
h e pt - 5 -e noic acid 



(Z)-7-((1 R,2S,3R,5R)-2-Butylcarbamoyloxymethyl-5-chloro-3-hydroxy- 
cyclopentyl)-hept-5-enoic acid methyl ester 



(Z)-7-((1 R,2S,3R,5R)-2-Butylcarbamoyloxymethyl-5-chloro-3-hydroxy- 
cyclopentyl)-hept-5-enoic acid 



(Z) 7 ((1 R,2S,3R) 3 Hydroxy 5 oxo 2 ph e nothy l carbamoyloxymothy l 
cyc l opontyl) hopt 5 onoic acid methyl e st e r 

(Z) 7 ((1 R,2S,3R) - 3 - Hydroxy 5 - oxo - 2 - ph e n e thy l carbamoyloxym e thyl 
cyc l op e nty l ) - h e pt 5 -e no i c ac i d 
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(Z) 7 ((1 R.2S.3R) 2 Buty l th i ocarbamoy l oxymothy l 3 hydroxy 5 oxo 
cyclop e nty l ) - h e pt - 5 -e no i c ac i d m e thyl e st e r 

(Z) 7 ((1 R.2S.3R) 2 Buty l thiocarbamoy l oxymothy l 3 hydroxy 5 oxo 
Gyc l op e nty l ) - h e pt - 5 -e no i c acid. 

Authorization for this examiner's amendment was given in a telephone interview 
with Brent Johnson on December 13, 2006. 
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Detailed Action 

This application was filed on September 9, 2003. Claims 1-22 are pending in this 
application and examined on the merits herein. 

Applicants amendment submitted November 15, 2006 with respect to the 
rejection of claims 1-8 and 13-22 under 35 USC 103 as being unpatentable over Burk in 
view of Bito, of record in the previous office action, has been fully considered and found 
to be persuasive to remove the rejection as the ketone species which were found to be 
obvious over Burk in view of Bito are no longer included within the scope of the claims 
as amended. Therefore the rejection is withdrawn. 

Applicants amendment submitted November 15, 2006 with respect to the 
rejection of claims 9-12 under 35 USC 103 as being unpatentable over Burk in view of 
Bito further in view of Stand et al., of record in the previous office action, has been fully 
considered and found to be persuasive to remove the rejection as the ketone species 
which were found to be obvious over Burk in view of Bito are no longer included within 
the scope of the claims as amended. Therefore the rejection is withdrawn. 

Applicants amendment submitted November 15, 2006 with respect to the 
rejection of claims 1-8 and 13-22 under 35 USC 103 as being unpatentable over Selliah 
in view of Silverman, of record in the previous office action, has been fully considered 
and found to be persuasive to remove the rejection as the ketone species which were 
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found to be obvious over Selliah in view of Silverman are no longer included within the 
scope of the claims as amended. Therefore the rejection is withdrawn. 

Applicants amendment submitted November 15, 2006 with respect to the 
rejection of claims 1-8 and 13-22 under 35 USC 103 as being unpatentable over Selliah 
in view of Silverman, further in view of Stand et al., of record In the previous office 
action, has been fully considered and found to be persuasive to remove the rejection as 
the ketone species which were found to be obvious over Selliah in view of Silverman 
are no longer included within the scope of the claims as amended. Therefore the 
rejection is withdrawn. 

Applicants amendment submitted November 15, 2006 with respect to the 
rejection of claims 1-8 and 13-22 under the judicially created doctrine of nonstatutory 
double patenting as being unpatentable over claims 1-13 of Burk in view of Bito, of 
record in the previous office action, has been fully considered and found to be 
persuasive to remove the rejection as the ketone species which were found to be 
unpatentable over Burk in view of Bito are no longer included within the scope of the 
claims as amended. Therefore the rejection is withdrawn. 

Applicants amendment submitted November 15, 2006 with respect to the 

* 

rejection of claims 9-12 under the judicially created doctrine of nonstatutory double 
patenting as being unpatentable over claims 1-13 of Burk in view of Bito further in view 
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of Stand et al., of record in the previous office action, has been fully considered and 
found to be persuasive to remove the rejection as the ketone species which were found 
to be unpatentable over Burk in view of Bito are no longer included within the scope of 
the claims as amended. Therefore the rejection is withdrawn. 

Reasons for Allowance 

Currently, claims 1-22 are pending in this application and have been examined 
. on the merits herein. The claimed methods of treating ocular hypertension and 
compounds described in the instant claims, are not seen to be taught or fairly suggested 
by the prior art. 

Reasons for allowance are as follows: The claimed prostaglandin derivatives and 
methods of using these compounds to treat ocular hypertension recited by the 
aforementioned claims are seen to be novel and non-obvious over the prior art and are 
directed to subject matter adequately described and enabled by Applicant's 
specification. Written description of the claimed compounds is found on pp. 7-9 of the 
instant specification, for example. Synthesis of these compounds is enabled by 
examples 1-8 on pp. 12-17. Methods of using these compounds for treating ocular 
hypertension are enabled by the disclosure of pp. 1 7-19. The most generic structures 
indicated in formula I, for example, are not taught or fairly suggested by the prior art. 
Although Burk (US patent 6291522, of record in the previous office action) discloses 
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prostaglandin F 2 derivatives of a formula similar to the claimed formula, and Burk in 
view of Bito (US patent 4599353, of record in the previous office action) discloses 
suggests prostaglandin E2 derivatives of a similar structure, the prior art does not 
disclose prostaglandin derivatives having a halogen, such as chlorine, at the 5- position 
of the cyclopentane ring, or methods of using such compounds, or fairly suggest any 
motivation for modifying the compounds of Burk, or any other prior art compounds, in 
this manner. Therefore the indicated subject matter is allowable over the prior art. 

Claims 21 and 22 have been amended in the examiner's amendment set forth 
above and no longer recite prostaglandin E2 derivatives having a 5-oxo functional group 
which are unpatentable over Burk in view of Bito. 

Accordingly, Applicant's amendment submitted November 15, 2006, and the 
accompanying examiner's amendment, are sufficient to remove all rejections made in 
the prior office action as discussed above and to place the application in condition for 
allowance. 

* 

Any comments considered necessary by Applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled, "Comments on 
Statement of Reasons for Allowance." 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric S. Olson whose telephone number is 571-272- 
9051 . The examiner can normally be reached on Monday-Friday, 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shaojia Anna Jiang can be reached on (571)272-0627. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



273-8300. 




Anna Jiang 




Patent Examiner 
AU 1623 
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